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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-28, 30-34, drawn to a method^ to provide customer warranty 
support and repair services via a computer network, classified in class 
707, subclass 1 00+. 

II. Claim 29, drawn to a method^ for repairing a defective product, classified 
in class 705, subclass 26, 27. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01 ). In 
the instant case the different inventions have different modes of operation resulting in 
different effects and are not capable of use together. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. During a telephone conversation with Attorney Gregory Rosenblatt on 9/1 3/05 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-28, 30-34. Affirmation of this election must be made by applicant in replying to 
this Office action. Claim 29 is withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 
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5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC §112 

6. Claims 1-28, 30-34 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

1 ) Claim 1 is vague because the preamble mentions "repair service" but there is 
no discussion with respect to this item in the body of the claim. It's not clear whether 
this limitation is part of the boundary of the scope of the claimed invention. 

2) Claim 1 is a method claim but fails to include active/positive method steps to 
carry out the scope of the invention. The claim is written to contain discrete elements 
like an apparatus claim which is improper for a method claim. Correction is 
recommended. 

3) In claim 1, the phrase "a personalized portion" is vague and indefinite and 
should be changed to "information or data". 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is. advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claim 1-28, 30-34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over SEAGATE article (Nov. 18, 1997) alone or further in view of COSTIN, IV et al 
(US 2002/0049816) or MILLER et al (US 2001/0051875). 

As for independent method claim 1, SEAGATE article fairly discloses a method 
to provide customer warranty support and repair services via a computer network, 
comprising: 
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(a) at least a database accessible via said computer network (online service) by 
a plurality of customers, said at least one database {"company's database"} including a 
personalized portion for each one of the plurality of customers that request warranty 
support, the personalized portion including customer data necessary fro a manufacturer 
to provide warranty support of products sold by said manufacturer; 

(b) said at least database accessible to a plurality of said manufacturers via said 
computer network, including a personalized portion for each one of the plurality of 
manufacturers containing warranty information regarding products sold by said 
manufacturers, and customers that request warranty support, the personalized portion 
including customer data necessary fro a manufacturer to provide warranty support of 
products sold by said manufacturer {see page 1 of the article}. 

As for the limitation of at least first database and at least a second database, the 
use of two or more databases to achieve similar results as in one database is merely 
considered as making separable of similar parts to achieve separable similar results 

I 

and this would have been obvious to a skilled artisan as routine experimentation for 
selective results, absent evidence of unexpected results. See In re Lindberg, 93 UQ 23, 
In re Larson et al, 1 44 UQ 347. 

i 

As for the limitation "o[ manufacturer authorized seller'', this is considered as 
option or second option for selling the products. The examiner takes the 1®* option 
which wherein the "products sold by said manufacturer". 

As for the limitation of "a warranty administrator" interfacing with the customers 
and manufacturers, this is inherently included in the teaching of SEAGATE article 
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wherein an administrator/manager is normally set up to handle the warranty and 
customer services apart from the manufacturing areas. 

COSTIN, IV et al is cited to teach the use of 3^^ party or independent 
administrator to handle the interaction between customers and companies/suppliers or 
other related organization and wherein several databases containing data with respect 
to the customers or organizations are maintained by the administrator/3''^ party for 
efficient accessing through the Internet with interactive participation of all parties 
involved {see Fig. 1a, 18, 26. 24, 12, 10, 20, [0006, 0007, 0061]}. It would have been 
obvious to modify the process of SEAGATE article by using a 3''^ party or independent 
administrator to handle the interaction between customers and companies/suppliers or 
other related organization and wherein several databases containing data with respect 
to the customers or organizations are maintained by the administrator/3^^ party for 
efficient accessing through the Internet with interactive participation of all parties 
involved. 

MILLER et al is cited to teach the use of 3''^ party or independent administrator to 
handle the interaction between customers and companies/suppliers or other related 
organization and wherein several databases containing data with respect to the 
customers or organizations are maintained by the administrator/3''^ party for efficient 
accessing through the Internet with interactive participation of all parties involved {see 
Fig. 1 (13, 14, 1 1 , 12, [0006, 0007]}. It would have been obvious to modify the process 
of SEAGATE article by using a 3^*^ party or independent administrator to handle the 
interaction between customers and companies/suppliers or other related organization 
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and wherein several databases containing data with respect to the customers or 
organizations are maintained by the administrator/3^*^ party for efficient accessing 
through the Internet with interactive participation of all parties involved. 

As for dep. claim 2 (part of 1), which deals with the optional limitation or with 2"^ 
option deals with the "seller", this is an option thus carrying no patentable weight since 
the examiner takes the 1®* selection or "by the manufacturer''. 

As for dep. claims 3-28, 30-34 (part of 1), which depend on dep. claim 2 above, 
they are rejected for the same reason set forth in dep. claim 2 above. In other word, 
these are optional and thus carrying no patentable weight. Moreover, these are merely 
well known online interactive communication parameters for warranty verification, i.e. 
online repair order and a confirmation number, and are inherently included in SEAGATE 
article /COSTIN, IV et al or would have been obvious to a skilled artisan as routine 
experimentations, absent evidence of unexpected results. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1) Article "Hyundai uses the Internet to increase parts sales at dealership". 

2) Article "Dell Takes .. Consumer Portal", teaches online communication for 

I 

warranty services and repairs as in the claimed invention. 

3) Article "Opinions ... Waste away", teaches the use of warranty administrator to 
handle communications between suppliers and customers. 

No claims are allowed. 



t 
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12. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through private PAIR only. 
For more information about the PAIR system, see http://pair-direct(a)uspto.gov . Should 
you have any questions on access to the private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll free). 

In receiving an Office Action, it becomes apparent that certain documents are 
missing, e. g. copies of references. Forms PTO 1449, PTO-892, etc., requests for 
copies should be directed to Tech Center 3600 Customer Service at (571 ) 272-3600, or 
e-mail CustomerService3600(a)uspto.aov . 

Any inquiry concerning the merits of the examination of the application should be 
directed to Dean Tan Nguyen at telephone number (571) 272-6806 . My work schedule 
is normally Monday through Friday from 6:30 am - 4:00 pm. I am scheduled to be off 
every other Friday. 

Should I be unavailable during my normal working hours, my supervisor John 
Weiss can be reached at (571)272-6812 . 

The main FAX phone numbers for formal communications concerning this 
application are (571)273-8300 . My personal Fax is (571)273-6806 . Informal 
communications may be made, following a telephone call to the examiner, by an 
informal FAX number to be given. 
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September 12, 2005 




